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DETAILED ACTION 

Comments 

Receipt of the amendments to claims 56, 87, 101 and 102 and cancellation of claims 57 and 
86 received on 12/12/20(17 is -acknowledged. The claim objections relative to claims 101 and 102 are 
withdrawn. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign countn or in public use or on sale in 
1 Ill's counm, more than one \e.ir prior to the (Lite of application lor patent in the I niteil .States. 

Claims 56, 58-69, 72-75, 78, 87-88, 90, 94-97 and 103-107are rejected under 35 U.S.C. (102b) as 
being anticipated by Rees et.al (US 5,109,094). 

Regarding; claim 56: Rees teaches an organosilicon condensation product comprising a silicon compound 
having at least one silicon bonded hydroxyl group, and another silicon compound having at least one alkoxy 
group (-OR) bonded to silicon. The alkoxy R group contains 1 to 2 carbon atoms (col. 2, lines 56-65 and col. 
4, lines 27-42). The molar ratio of silanol compound to alkoxy compound is 0.95 (col. 5, example 3). 
Further, any of calcium, magnesium, strontium, or barium hydroxides are used to catalyze the condensation 
reaction (col. 3, lines 23 and 24). During the reaction, water is formed and is present in the reaction mixture 
(col. 3, lines 42 and 43). 

Regarding claim 58 and 59: Rees teaches a polysiloxane condensate (col. 5, example 3). 
Regarding claims 60-65: Rees teaches a silicon reactant having 2 or more silanols (col. 2, lines 46-51). 
Regarding claims 66-69: Rees teaches a silanol containing phenyl and vinyl groups (col. 3, line 1-5). 
Regarding claims 72-75: Rees teaches a silicon compound having an alkoxy silane containing two methoxy 
groups (col. 4, line 35). 

Regarding claim 78: Rees teaches an alkoxy group (-OR) where R is methoxy (col. 4, line 35). 
Regarding claims 87. 88 and 90: Rees teaches the use of both calcium and magnesium hydroxide catalysts 
(cols. 4&5, example 1). 
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Regarding claim 94: Rees teaches the presence of water in the reaction mixture (col 3. lines 42 and 43). 
Regarding claim 95: A filtration step was used to remove the catalyst (col 3. lines 65-67). 
Regarding claims 96 and 97: Rees teaches the amount of catalyst used is between about 0.001% to about 
5% by weight of the organosilicon compound (col. 3, lines 65-68). 

Regarding claims 103-105: Rees teaches a reaction temperature range between about 30°C to about 200°C 
(col. 3, lines 36-38). 

Regarding claims 106-107 : The Office realizes that all of the claimed effects or 
physical properties are not positively stated by the reference(s). However, the 
reference(s) teaches all of the claimed ingredients. Therefore, the claimed effects and 
physical properties, i.e. absorption values of 7 cm- 1 and 15 cirr 1 at about 2820 nm would 
inherently be achieved by a composition with all the claimed ingredients. If it is the 
applicant's position that this would not be the case: (1) evidence would need to be 
provided to support the applicant's position; and (2) it would be the Office's position that 
the application contains inadequate disclosure that there is no teaching as to how to 
obtain the claimed properties with only the claimed ingredients. 

Claims 92, 93, 98-102 are rejected under 35 U.S.C. (102b) as being anticipated by Rees (US patent 
5,109,094) when taken with The Encyclopedia of Polymer Science and Technology, Vol. 1 1 , Silicones. 

Rees teaches the claimed process as set forth above, regarding claim 56. 
Regarding claims 92. 93. 98-102: The Encyclopedia of Polymer Science and Technology, Vol. 11, Silicones, 
provides evidence that during condensation reactions of organosilanols and alkoxysilanes, one mole of water 
and one mole of alcohol are generated per mole of silicon containing compounds (page 782, reaction 
sequence 23 and 24). In the broadest reasonable interpretation of the condensation reaction, the water 
content will pass through the concentration ranges stated in the claims during normal operation of the 
process from startup to stead} -state. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 

set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 76, 77, 79-82 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rees (US 
5,109,094) as applied to claims 56, 72 and 73 above, and further in view of Hayes (US 4,395,563). 
Rees teaches all the basic claims as above. 

Regarding claims 76 and 77: Rees does not teach the use of 3 and 4 alkoxy groups on the silane molecule- 
cited in the instant. However, Hayes teaches the use of tri and tetra alkoxysilanes leading to the formation of 
polysiloxane polymers. Rees and Hayes are analogous art since they both are from the same field of 
endeavor, namely silicon polymer condensation chemistry. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to use tri and tetra alkoxysilanes to produce a wider range of 
branched and crosslinked polysiloxanes from Rees (Hayes, col. 5, lines 17-21). 
Rees teaches all the basic claims as above. 

Regarding claim 79-82: Rees does not teach the use of a crosslinkable group on the silane molecule cited in 
the instant. However, Hayes teaches the use of alkenyl substituted dialkoxysilanes leading to the formation of 
polysiloxane polymers. Rees and Hayes are analogous art since they both are from the same field of 
endeavor, namely silicon polymer condensation chemistry. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to use crosslinkable alkoxysilanes to produce polymers which 
could be extended using hydrosilation chemistry (Hayes, col. 5, lines 53-68 and col. 6, lines 1-16). 

Claims 89 and 91 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rees (US 5,109,094) 
as applied to claims 56 and 87 above, and further in view of Hayes (US 4,395,563). 
Rees teaches all the basic claims as above. 
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Regarding claims 89 and 91: Rees does not teach the calcium and magnesium oxide catalysts cited in the 
instant. However, Hayes teaches the use of magnesium and calcium oxides as condensation catalysts leading 
to the formation of polysiloxane polymers. Rees and Hayes are analogous art since they both are from the 
same field of endeavor, namely silicon polymer condensation chemistry. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to use calcium and magnesium oxide catalysts 
to better control the chain length of the poh siloxanes from Rees (Hayes, col. 3, lines 19-21 and 60-67). 

Claims 70 and 71 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rees (US 5,109,094) 
as applied to claim 56, 60, 67, 68 and 69 above, and further in view of Friedrich et.al (US 2003/0216537). 
Rees teaches all the basic claims as above. 

Regarding claims 70 and 71: Rees does not teach a crosslinkable group attached to the silanol compound 
as being an acrylate, styrene or epoxide. However, Friedrich teaches styrenic, acrylate and epoxy groups 
attached to silanol compounds used in the preparation of silicon polycondensates. Rees and Friedrich are 
analogous art since they both are from the same field of endeavor, namely silicon polymer condensation 
chemistry. At the time of the invention, it would have been obvious to a person of ordinary skill in the art to 
use specific crosslinking R groups on the alkoxy (-OR) monomer to provide greater chemical stability and to 
modify the physical properties, such as viscosity, of the condensed polymer (Friedrich, 0040 and 0041). 

Claims 83 - 85 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rees (US 5,109,094) as 
applied to claim 56, 72, 73,79 and 81 above, and further in view of Roscher et.al (WO01/04186 ). US Patent 
6,984,483 was used for the English translation of WO01/04186. 
Rees teaches all the basic claims as above. 

Regarding claims 83-85: Rees does not teach an alkoxysilane compound containing a 3- 
methacryloxypropyltrimethoxysilane or an epoxy group. However, Roscher et.al teaches 3- 
methacryloxypropyltrimethoxysilane and epoxy containing alkoxides in the preparation of silicon 
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polycondensates. Rees and Roscher et.al are analogous art since they both are from the same field of 
endeavor, namely silicon polymer condensation chemistry. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to use 3-mefhacr\ lox\ prop\ Itrimethoxy and epoxy silanes in 
polycondensates as a means to create other polymers wherebn poK merization of the double bonds results in 
lower shrinkage and less crack formation in the resulting pohmer (Roscher, page 20, line 23, I'.xample 1 and 
page 23, line 23 Example 8). 

Response to Arguments 

Applicant's arguments filed 12/12/2007 have been fully considered but they are not persuasive. 
With respect to the reference to an allowance of similar claims in application 10/308,562, now US patent 
6,818,721, the Office examines each application on a case b\ case basis. The Office calls the applicant's 
attention to the following: 

Concerning 35 USC § 102(b) rejections of claims 56, 58-69, 72-75, 86-88, 90 and 92-107: 

The applicant's amendment to claims 56, 87, 101 and 102 do not change the previous rejections. US 
5,1 ( |() ,f |( )4 to Rees specifically states "the catalyst (B) is any hydroxide of magnesium, calcium, barium or 
barium in their anhydrous or hydrated form" (col. 3, lines 23-24). Further, the process of Rees "is suitable for 
use in the preparation of a variety of organosilicon products by condensation. If desired there may be 
included with the silanol terminated polydiorganosiloxanes other organosilicon compounds such as 
alkoxysilanes w hich are reactive with the silanol containing reactant " (col. 4, lines 27-40). The examples of 
Rees (1-6) show that water of hydration is present in the group II, \ metallic hydroxides which can be released 
upon heating the reaction mixture. Additionally, trace amounts of water are present in the calcium or 
magnesium hydroxide raw materials leading to hydrolysis of the alkoxysilane releasing methanol and promote 
further condensation of the silicon compounds. The applicant does not specify the amount of protic solvent 
needed to promote condensation. 
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Therefore, for the reasons stated above, the rejections of claims 56, 58-69, 87-88, 90 and 92-107 
under 35 USC § 102(b) are maintained. 

Concerning 35 USC § 103(a) rejections of claims 56, 72-73: 

The applicant's argument concerning 35 USC § 103(a) rejections of claims 56, 72 and 73 is not clear. 
These rejections fall under 35 USC § 102(b) above and are maintained. 

Concerning 35 USC § 103(a) rejections of claims 76-77, 79-82, 89 and 91: 

Claim 56 stipulates using calcium or magnesium catahsts that are not phosphate or carbonate. Hayes 
(US 4,395,563) clearly shows using both magnesium and calcium oxides in the presence of water to condense 
alkoxysilanes into polysiloxanes (col. 3, lines 19-20 and col. 4, lines 30-40). The obviousness rejections are 
maintained. 

Concerning 35 USC § 103(a) rejections of claims 70 and 71: 

Friederich (US 2003/0216537) suggests using alkaline earth hydroxides as condensation catalysts (§ 
0088). Additionally, example 1 clearly shows that methanol is formed and then removed from the reaction 
mixture (§ 0113). Rees and Friederich share the same technical challenges of producing novel 
polyorganosiloxanes. Therefore the 35 USC § 103(a) rejections are maintained. 

Concerning 35 USC § 103(a) rejections of claims 83-85: 

Roscher (WO01/04186) suggests using alkaline earth hydroxides as condensation catalysts (page 9, 
lines 19-20). The 35 USC § 103(a) rejections are maintained. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policx as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action is 
mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the date of this final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to THOMAS MATOCHIK whose telephone number is (571)270-3291 . The examiner can normally 
be reached on Monday-Friday 7:30 AM-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mark 
Eashoo can be reached on 571-272-1 197. The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http:/ /pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a L T SPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo/ 

Supervisory Patent F.xaminer, Art Unit 1796 
February 28, 2008 
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